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Around the Room

Please share your:

= Name

&= Role
¢ Location

Q' How long you have been doing T3
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TECHNOLOGY TRANSFER AND TRANSITION (T3)
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Why is T3 Important?

National Significance R&D Industry Partnerships
Congressionally mandated Good stewards of the Takes the technology to
taxpayer’s money the next TRL Level
System/Subsystem
Basic Technology Research Technology Development Development

TRL 2
I

TRL 3 TRL 4 TRLS5 TRL 6 TRL 7 TRL 8

Research to Prove Feasibility Technology Demonstration System Test, Launch
And Operations

TRL9
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T2 vs. T3

Tech Transfer (Spin Out)

Technology Transfer is the process by
which existing knowledge, facilities, or
capabilities developed under federal
research and development (R&D)
funding are used to fulfill public and
private needs.

¢

Tech Transition (Spin In)

Technology Transition is the process of
applying critical technology in military
systems to provide an effective weapons
and support system — in the quantity
and quality needed by the warfighter to
carry out assigned missions and at the
“best value” as measured by the
warfighter.
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Transfer and Transition

Spin-Out (Transfer)

Transfer of DoW originated technology to non-
DoW activities including the private sector and
other public sectors for commercialization into new
products/services. (DoWI 5535.08)

Dual Use

Technology that has both
DoW and private sector
applications. (DoWI 5535.08)

\_ J

Spin-In (Transition)

Transition of technology into the DoW in
support of a planned or projected capability
advancement by the DoW, which may be
useful in any project or effort typically
involving technology selection and/or
technology maturation. (DoWI 5535.08)




What are the T3 Benefits?

For the DAF

« Maintain and enhance tech base

 Leverage outside resources to
expand capabilities and reduce
overall program schedule

 Accelerate technology transition
* Revenue generation
» Develop future workforce
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For the Partner

» Access DAF technical experts

» Leverage resources/share risk

« Enhance product base

* Global economic competitiveness
 Job retention/expansion

* Profit

Place Distro Statement Here
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DAFT3 Chain of Command

Deputy Assistant Secretary of the Air
Force for Science, Technology, and
Engineering, Office of the Assistant
Secretary of the Air Force for Acquisition
(AFI1 61-301 Para. 2.1)

(AQTM) Technology Maturation and
Transition

SAF/AQTM

DAF TEO (AFRL/CC)
OPR for the DAF T3 Program T3 Program Office =&

[
<

DAF Technology Executive Officer (TEO)
— AFRL Commander - Is assigned
program management responsibility
(AF1 61-101 Para. 1.2.1.1, AFI 61-301
Para. 2.2)

Authority to review and approve all
CRADAs

Appoints the DAFT3 Program Manager

Lab ORTA

Lab ORTA

[ |
Lab Commander/Director Lab Commander/Director Lab Commander/Director
J J Lab ORTA J




POLICY & LEGAL
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SAF/GCQ

Responsible for the direction, control and coordination of

O © ©

INVENTIONS PATENTS COPYRIGHTS TRADEMARKS

Responsible for managing the legal aspects of the DAF patent licensing
program and is responsible for the legal aspects of implementing the
Technology Transfer program.
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AFMCLO/JAZ

* Advise and assist commanders or directors of DAF activities and other DAF
personnel on all legal issues regarding technology transfer.

* Provide practical recommendations for structuring business relationships.

* Maintain specific clauses to protect the Government's interest in matters such
as Government furnished property, tort liability, or intellectual property,
including inventions, patents, copyrights and data rights.

« Participate in negotiations to finalize complete agreements.

« Review all CRADAs and other transfer agreements and provide supporti
documentation confirming legal sufficiency.

« Agreement span depend upon the scope of the project and suggested
timelines. Be prepared to defend the interval of the agreement with facts and
milestones. Again: Agreement length depends on the work!

Prepare and file patent applications and secure issuance of patents.



Servicing Legal Counsel

y If you would like Legal
Counsel, there is
training available.

67 Cyber Wing AFRL/RI

AFIT

AFSC/JA

96 TW




ORTA

OFFICE OF RESEARCH AND TECHNOLOGY APPLICATION
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The ORTA e

o‘

Essential focal point for collaborations between \og . : %
federal labs and the outside world é’ el Covermont <

Management Agencies .(7
They promote their lab’s: ®
. Technologies Legal Staff ORTA Academia
° Expertise Equipment
° Capabilities Custlgﬂ:::;and Industry
e Facilities Resources

Why?

« To attract non-federal partners for research and development
(R&D) and T3 partnerships. This function is multifaceted.

Among other things, it requires these offices to serve as The DAF currently has
information brokers, liaisons to industry and academia, deal 33 ORTAs across the DAF
makers, and contract administrators Enterprise, and

47 delegations.
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The ORTA

The legislation (now codified as (15 USC §3710)
required every lab with 200 OR MORE

full-time equivalent (FTE) S&Es or other technical
personnel to dedicate at least one FTE employee to
staff the new ORTA and to adequately fund it to
support the lab’s T3 function.

New Delegation letter designates ORTA as an
organization and not a person

The lead POC must be a government employee
(inherently governmental function)

Contractors may participate so long as final agency
decisions are handled by government employee

&
"
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ORTA Primary Responsibilities

Support Tech Transfer by:

* Promoting and supporting technology transfer
in accordance with the laboratory's mission

» Educating laboratory personnel on Tech Transfer

« Understanding technical capabilities of their
laboratory

« Making potential collaborators aware of the
laboratory’s capabilities

« ldentifying the value of utilizing the technology

» Keeping abreast of commercial market issues

Manage Lab Portfolio by:

« Managing the IP portfolio of their lab

» Educating laboratory personnel on importance
of patenting

» Maintaining current listing of invention
disclosures, patent applications, issued
patents, and maintenance fees

« Maintaining patent licensing information,
including audits and invoices



ORTA Functions

Supports S&Es in transferring
technology

Coordinates and develops
transfer opportunities

Assists commercial sector
(industry and academia) in
identifying technologies and POCs

Ensures all activities are in
compliance with DoW and

service-specific policies

Participates in DAF T3
Program Reviews, DoW T2
Community, AUTM, and Federal
Laboratory Consortium (FLC)

Place Distro Statement Here



INSIDE THE LAB COLLABORATORS

S&E's Corporate Entities

Lab Management Academia

Public Affairs o RTA State & Local Governments

: Office of Research and National Networks
Legal Office Technology Application

Trade Organizations

Non-Government Labs

Procurement Staff
Human Resources I

PlAs J




ORTA MAP
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Delegations

CALIFORNIA
412 TW/XP

. 412TW/CC
SSC/SZE-BCE

o SSC/BC PEO

o SSC/SZ PEO

NEVADA

USAFWC/A5/8
o USAFWC/A5/8

COLORADO

USAFA/DFQ
o USAFA/DF

FLORIDA

AFCEC/CXA
e AFCEC/CX

AFRL/RWSP
e AFRL/RW

1SOW A5/8
e 1SOW/XP

AFTAC/SI
e AFTAC/CC

GEORGIA

AFSC/SWAP
o AFSC/SW

LOUISIANA

AFGSC/ST
o AFGSC/A5/8

MASSACHUSETTS

AFLCMC/HN

66 ABG/CC
AFLCMC/HB PEO
C3BM PEO
AFLCMC/HN PEO
AFNWC/N3

NEW MEXICO

AFRL/RDOX
e AFRL/RD
e AFRL/RV

AFSC/SWAP
e AFSC/SW

OHIO

711 HPW/XP

e 711 HPW/RH
o USAFSAM/CC
e 711 HPW/CC

AFIT/CZ
e AFIT/CL

AFLCMC/WA
e AFLCMC/WAC SML

AFLCMC/WIN
e AFLCMC/WIPEO

AFLCMC/WAG-AT
e AFLCMC/WAG-AT

AFMC/IDO
¢ AFMC/IDO

AFRL/RSIB
e AFRL/RS

AFRL/RQSP
e AFRL/RQ

AFRL/RXOP
e AFRL/RX

AFRL/RYZZ
e AFRL/RY

NASIC/A8C
o NASIC/CC

A y
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MARYLAND

DC3/XEX
o DC3/CA

NEW YORK

AFRL/RIBA
e AFRL/R

SOUTH CAROLINA

AFCENT/CTO
e AFCENT/CoS

OKLAHOMA

AFSC/ENS

72 ABW/CC
75 ABW/CC
78 ABW/CC
AFSC/EN
OC-ALC/CC
00-ALC/CC
WR-ALC/CC

TENNESSEE

AEDC/XP
e AEDC/CC

TEXAS

67 CW/A5/8
e 67CW/CC

688 CW/A5/8/9
e 688 CW/CC

VIRGINIA

AFOSR/CL
e AFOSR/CL

USAFA/DFQ
o USAFA/DF
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The First Thing You Should Do as a NEW ORTA:

Get to know T3 Program Manager and T3 Office




AFMCLO/JAZ
Patent Office

Rachel Bankowitz
T3 Team Lead

The Team

Joycelyn Walker
T3 Support Specialist

A 4
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Scott Aughenbaugh ‘ Government Employee

DAFT3 Director . Contractor

ﬁ Jack Owsley

A DAF ORTA Lecd Tricia Randall

PIA Program Manager

Pam Kallio
T3 Support Specialist

| | Debbie Davis-
| Brutchen
} PIA Team Support

Jordin Kear
PIA Program Manager §

Michael Camp

Technical Writer

Sadozai Malik
PIA Program Manager

Oswaldo Delacruz
Data Engineer
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Getting Started. ..

ORTA to do list:
« ORTA Welcome Memo Provides Info on the DAFT3PO and instructions

 Schedule ORTA Training — ORTA 101 and subsequent Agreements
training

« DAFT3PO will provide info to obtain to create a DTTIS account

 Provide DAFT3PO with updated ORTA Personnel to be added to our
distro list

 Notify your organization that you are the POC



Initial Actions New Personnel in ORTA

Review/become familiar with:;

The Green Book (Federal Technology Transfer Legislation
and Policy) FLC Greenbook

AF Policy Directive (AFPD) 61-101, “"Management of the
Science and Technology Enterprise”

AF Instruction: AFl 61-301, “The Domestic T2 Process
and the Offices of Research and Technology Applications”

DAFT3 Hub:

« Templates for the various T3 agreements and other
documentation

AF T3 Handbook | COMING SOON

T3 rosters — who is available to contact when needed
« Contact AFRL/SPGD office for up-to-date roster
AFRL.SPGD.Daft3PO @us.af.mil

=D



https://federallabs.org/getmedia/c0cc2c04-19ee-404b-852d-df84db98d5e2/2019-FLC-GreenBook-Edition6.pdf
mailto:AFRL.SPGD.Daft3PO@us.af.mil

Steady-State ORTA

Develop local processes for the
organization

* Training process — identify when,
how and with whom the training will
happen; focus on the areas that will
be most relevant to the organization

* Develop training charts
« Senior leader training — summary
» ORTA Briefs S&Es on a regular basis

» Staffing process for each of the
T3 Agreements to be worked




Steady-State ORTA Events & Suspenses

Develop schedule for required ORTA activities

Annual monthly planner to include:

* FLC, DoW TTWG, DAFT3 Program Review and Annual Summit

Attend DAFT3 Quarterly monthly/meetings as scheduled

Annual report due dates (Oct)

Metrics data collection (Aug - Oct)

 Data directly captured from DTTIS

Provide Annual Training — both Senior Leaders and S&E'’s

Any additional requirements from DAF or DoW

(/I
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Metrics

IP Tracking - AFMCLO/JAZ T3 Metrics

Monthly Reports

* Agreements

Department of the Air Force Technology

Transfer and Transition Program Office - . Training

DAFT3 Resources

* Publicity
* Journals
* Funding
* Etc.

Success Stories go a very long way!

(/I
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https://usaf.dps.mil/sites/20711/SP/DAFT3/Shared%20Documents/Forms/AllItems.aspx?id=%2Fsites%2F20711%2FSP%2FDAFT3%2FShared%20Documents%2FLegal%2FLOJAZ%20Reports&viewid=f46fcaac%2D9b0b%2D49bf%2D90ef%2Dea62b875480e
https://usaf.dps.mil/sites/20711/SP/DAFT3/Shared%20Documents/Forms/AllItems.aspx?id=%2Fsites%2F20711%2FSP%2FDAFT3%2FShared%20Documents%2FLegal%2FLOJAZ%20Reports&viewid=f46fcaac%2D9b0b%2D49bf%2D90ef%2Dea62b875480e
https://usaf.dps.mil/sites/20711/SP/DAFT3/Shared%20Documents/Forms/AllItems.aspx?id=%2Fsites%2F20711%2FSP%2FDAFT3%2FShared%20Documents%2FLegal%2FLOJAZ%20Reports&viewid=f46fcaac%2D9b0b%2D49bf%2D90ef%2Dea62b875480e
https://usaf.dps.mil/sites/20711/SP/DAFT3/Shared%20Documents/Forms/AllItems.aspx?id=%2Fsites%2F20711%2FSP%2FDAFT3%2FShared%20Documents%2FLegal%2FLOJAZ%20Reports&viewid=f46fcaac%2D9b0b%2D49bf%2D90ef%2Dea62b875480e

N A

ORTA resource hub

.g Department of the Air Force Technology Transfer and Transition Program Office

> DAFT3 Resources ~+ New -~ £33 Page details Analytics
> DAFT3 Dashboards

> PIA Resources

~ | ORTA Resources

® m o B & o

Delegation Matrix

~ BNFT

DAFT3 Public Site
DEPARTMENT OF THE AIR FORCE
TECHNOLOGY TRANSFER AND TRANSITION

Pages

Site contents

Edit

Department of the Air Force Technology Transfer and Transition Program Office - Home

=D



https://usaf.dps.mil/sites/20711/SP/DAFT3/
https://usaf.dps.mil/sites/20711/SP/DAFT3/
https://usaf.dps.mil/sites/20711/SP/DAFT3/
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What is a Lab?

A facility or group of facilities owned, leased, or otherwise
used by the DAF, a substantial purpose of which is the
performance of research, development, or engineering by
employees of the DAF (15 U.S.C. 3710a(d)(2))

Use of this broad definition is deliberate. That definition is
not confined to those DAF components that are formally
titled “laboratories.” The intent of the definition is to fully
encompass the wide range of organizations and
arrangements that function as laboratories and/or
technical activities in DAF research, development, and
engineering programs.
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AUTHORITY
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What is Delegated Authority?

Official memorandum from the TEO to known
“Labs” granting them the authority to enter into
specific T3 agreements

» Designates Reviewing Official

ldentifies Agreements they can enter into

|dentifies ORTA

Cannot be delegated down

Identifies legal office for review




T3 Delegated Authority

No designation as
Does the Defense Laboratory

Designation/ DAF T3 and Organization
delegation requested AFMCLO/JAZ meet the
or suggested review request designation

requirement? Org., T3, and AFMCLO/JAZ

discuss requirements and
desired delegations

Delegation letter
presented to TEO for
review and approval

T3 periodic review of Org.'s
utilization of authority

Training and Org.
ORTA development

Is the
YES Organization T3 recommends rescission of
In delegation/designation
compliance?
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New Delegation Letter

The memorandum from the TEO to known “Labs” granting
them the authority to enter specific T3 agreements

1

O 00 N O U1 Ao W N

[
o

Sets out the TEO's authority

Explains need for the new delegation letter

States all previous delegations are rescinded

Provides all new delegations

States a reorg. Will lead to a rescission of any previously held delegated authority
States delegation can not be further delegated

Explains ORTA roles and responsibilities

Explains servicing legal counsel roles and responsibilities

Explains how any lab without a delegation can obtain one

States that a delegation or designation can be rescinded if not used or not used properly



Delegation matrix )

Department of the Air Force Technology

Transfer and Transition Program Office - Delegatlon
Delegation Matrix

- Annual Report
- Dashboard Overlay

gy

. [ [ ] . .
Portfolio _E- ORTA Offices - Actlve\Ex.plred _E T3 Mechanisms 1l — Legal Office
Manager - e m Delegations . =1 I
B = = = B L i
I |
| |
Organization Date Started Paralegal
Inbox
| ||
] |
m |
: Delegation
ORTA Location . Legal POCs
Location :
- o
——
Il = =
ORTAPOCs |

nnnnnn


https://usaf.dps.mil/sites/20711/SP/DAFT3/Lists/Delegation%20Matrix/AllItems.aspx
https://usaf.dps.mil/sites/20711/SP/DAFT3/Lists/Delegation%20Matrix/AllItems.aspx
https://usaf.dps.mil/sites/20711/SP/DAFT3/Lists/Delegation%20Matrix/AllItems.aspx
https://usaf.dps.mil/sites/20711/SP/DAFT3/Lists/Delegation%20Matrix/AllItems.aspx
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Basic Agreements

Ensure all POC information

is accurate and up-to-date. Cooperative Research and
Development Agreement CRADA

* Single, distinct collaboration
——  Education Partnership Agreement EPA

* Encourage/promote STEM

* NOT collaboration o
Limited Purpose CRADA/MTA

* Transfer material (to or from
= |nformation Transfer Agreement ITA DAF) for study

* DAF transfers information, without fees

» Other versions for Specimen and Data o
are available upon request Limited Purpose CRADA/NDA

« Exchange info for determining

g whether a CRADA is needed




Specialized Agreements

Ensure all POC information
is accurate and up-to-date.

Commercial Test Agreement CTA

» DAF work for hire
» Cost reimbursement — not an entrepreneurial opportunity
* Facility/capability must be unique and not commercially-available

= Patent License Agreement PLA

 Licensing of DAF-patent subject matter for a time and fee

Software License Agreement SLA

* Licensing of DAF-developed software for a time and fee

=D




Overall Process for All Agreement Types

Discuss DAF Activity
and Collaborator
objective/ needs

Identify
appropriate
T3 model

Clean up admin. issues and forward YES
to Collaborator for signature and
procure DAF Activity Signature

IAW with local policy, staff signed
agreement and memo of legal sufficiency
for Reviewing Official signature

ORTA
Complete T3

model with
S&Es

Coordinate agreement with Collaborator
and their counsel

Route
unsigned
agreement to
Servicing
Legal office
for Legal
Sufficiency

Review and Coordinate agreement with DAF
Activity, make final edits, enter into DTTIS, add
DTTIS # to agreement, upload
agreement (in word format) into DTTIS record

Set calendar reminders for
Reminder for Annual
Agreement Report and
estimated close out date

Upload signed agreement
into DTTIS record, add start

date and estimated
completion date and mark
Executed




Calendar Reminders

« Agreement expiration date

» Report dates (interim/final,
orogress, sales)

« Payment dates (Maintenance Fees,
4yr, 8 yr)

Each lab is responsible for their
own portfolios and setting up an
USPTO Account!

=D
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Exemplary Metrics to Track (by Quarter)

Inventions Licenses CRADAs
Disclosures received Total active PLAs PLA income Total active CRADAs
* New PLAs, total * New CRADAs
Applications filed « New PLAs to Other license income « New CRADAs
(US and Foreign) small to small
businesses Total Earned Royalty businesses
Patent Cooperation Income
Treaty PCT applications Time from license Other Collaborative
filed application to grant Percent distributed to Agreements
« Average, inventors
Patents issued minimum,
(US and Foreign) maximum Percent distributed to
lab

Licenses terminated
for cause

Make sure you are

i r Metri
Link subject to change each year: 1= pOI‘tIt‘Ig you etrics
https://www.nist.gov/system/files/documents/2021/06/23/Final_2020_Metrics_Guidance.pdf in DTTIS
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PARTNERSHIP INTERMEDIARY AGREEMENTS
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What is a PIA?

A Partnership Intermediary Agreement (PIA) is a contract, agreement, or
memorandum of understanding with a partnership intermediary to
engage in activities with academic institutions and industry or small
businesses to increase the likelihood of successful cooperative or joint
activities for technology transfer and transition between DoW and those
organizations.

Authorities:

a 15 U.S.C. 3715: Authorizes ANY Federal lab to establish a PIA
» Partnering limited to small business and institutions of higher education as
defined in Titles 10 and 20

10 U.S.C. 4124(f): Authorizes DoW labs as defined in 10 U.S.C. 4121(b) to establish a PIA*
» No limitations on partnering

» *For DAF AFRL is the only designated lab

o
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DAF PIAS - 13 Air Force & 2 OSD

K Griffiss Institute
QRIS S S U

STEM Outreach
& Tech Transfer

PIA Locations @ NYSTEC
@ MilTech BRICC
% TechLink

Catalyst Campus

@ New Mexico Tech

Cyber Innovation
New Space ybe

New Mexico
International

% % Trade Alliance

Doolittle Institute

ANNUAL REPORT 2024 25
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DEFENSE TECHNOLOGY AND TRANSFER INFORMATION SYSTEM
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What is DTTIS?

Official T3 Agreement Repository

« Each ORTA is Required to Use

* Mechanism that issues document number

* Mechanism for Routing Agreements to LOJAZ

« System collects metrics and other pertinent data in our

published Annual Report

ORTA Function
« ORTA builds record to obtain document number, upload

agreement, and route to LOJAZ to obtain determination of

Legal Sufficiency

* Once agreement is signed, ORTA will upload to record and
mark as executed

(/I
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Account access

New accounts

* Download a copy of a 2875 from the DTTIS Account request folder

* Fill out your information and ensure these are also filled:

Requester’s digital signature (Line 11)

Supervisor's digital signature (Line 17)

Security Manager's digital signature (Line 23)

Date and status of Annual Cyber Awareness Training (Line 10)
Requested role and ORTA office(s) (line 21)

« E-mail the form to AFRL/DTTIS Help AFRLDTTIS. Help@us.af.mil

Renewal of accounts

E-mail the AFRL/DTTIS Help AFRLDTTIS.Help@us.af.mil and CC your Portfolio

Manager

//I
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mailto:AFRL.DTTIS.Help@us.af.mil
mailto:AFRL.DTTIS.Help@us.af.mil

DAFT3 Portfolio Managers vs DTTIS Help Desk

//)
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Two resources are available to assist ORTAs with troubleshooting their agreements in DTTIS: Portfolio Managers
and the DTTIS Help Desk. Each serves a distinct purpose.

Contact the DTTIS Help Desk for:

Account-related issues (e.g., login problems, account resets)
System availability, accessibility, and rendering problems
Technical assistance using the application

Contact your Portfolio Manager for questions regarding:

Agreement processes (e.g., why enter an agreement in DTTIS, required information,
submission process, required attachments, Modifications, Amendments)

Delegations (e.g., questions about delegations, access to mechanism forms based on
delegation)

Agreement status (e.g., legal review status, changing from Approved to Executed, Drafts)
Template questions

Troubleshooting DTTIS forms (e.g., missing data, required data) Portfolio Managers are well-
versed in these issues as they often relate to data requirements.

Reporting
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ORTA RESPONSIBILITIES
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ORTA Responsibility #1:
Negotiate Terms of PLA/SLA

ARTICLE 3 - ROYALTIES AND ROYALTY REPORT

3.01 LICENSEE shall pay to AIR FORCE a first, nonrefundable license fee in
the amount of FIVE THOUSAND DOLLARS ($5,000.00) within thirty (30) days after
the EFFECTIVE DATE of THIS AGREEMENT.

3.02 Beginning with the EFFECTIVE DATE of THIS AGREEMENT and
continuing for the TERM of THIS AGREEMENT, LICENSEE shall pay to AIR FORCE
a running royalty of FOUR PERCENT (4.0%) of the GROSS REVENUES of non-
GOVERNMENT sales.

3.03 LICENSEE shall pay AIR FORCE a minimum yearly royalty as follows:

(a) For the first and second AGREEMENT YEARS, LICENSEE shall pay to
AIR FORCE a minimum yearly royalty in the amount of ONE THOUSAND DOLLARS
($ 1,000) each year;

(b) For the third and fourth AGREEMENT YEARs, LICENSEE shall pay
to AIR FORCE a minimum yearly royalty in the amount of TWQO THOUSAND
DOLLARS ($ 2,000) each year;

(c) For the fifth AGREEMENT YEAR and each AGREEMENT YEAR
thereafter, LICENSEE shall pay to AIR FORCE a minimum yearly royalty in the




ORTA Responsibility #2:
Check Inventor Assignments

To be eligible for royalties, an inventor MUST
assign his or her rights to that invention to
the U.S. Government.

T e T

-. I lll | l Tl I ll ‘
- [I I | I | - 0
' l | - :
i) [ 3 o] |5 T i) ai| o) [san) fiasd
i ua] [ | uad loa | fiaa ] Lk

As the ORTA, double check this so
inventors can get paid.

=D




Keep Inventor Contact
Information Handy!

ORTA Responsibility #3:
Maintain Inventor Information

OMB No. 1510-0056

ACH VENDOR/MISCELLANEOUS PAYMENT
ENROLLMENT FORM

This form is used for Automated Clearing House (ACH) payments with an addendum record that contains
payment-related information processed through the Vendor Express Program. Recipients of these payments
should bring this information to the attention of their financial institution when presenting this form for
completion. See reverse for additional instructions.

PRIVACY ACT STATEMENT

The following information is provided to comply with the Privacy Act of 1974 (P.L. 93-579). All
information collected on this form is required under the provisions of 31 U.S.C. 3322 and 31 CFR 210.
This information will be used by the Treasury Department to transmit payment data, by electronic means
to vendor's financial institution. Failure to provide the requested information may delay or prevent the
receipt of payments through the Automated Clearing House Payment System.

AGENCY INFORMATION

FEDERAL PROGRAM AGENCY

AGENCY IDENTIFIER: AGENCY LOCATION CODE (ALC): ACH FORMAT:

[ ]ccps [ Jerx

ADDRESS:

CONTACT PERSON NAME TELEPHONE NUMBER:

( )

ADDITIONAL INFORMATION:
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ORTA Responsibility #4:
Stipulate Payment Terms in PLA/SLA

0 Electronic Check

Pay.Gov

WPAFB, OH

1864 E. 4th St
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ORTA Responsibility #5:
Email Copy of Executed PLA/SLA to DAFT3PO

USAF No. 21-036-RQ-01NX

NON-EXCLUSIVE LICENSE AGREEMENT

DEPARTMENT OF THE AIR FORCE
and
AIRION HEALTH LLC

Table of Contents

ARTICLE 1 = DEEINITEONS ::uuiuu:sussssummassumessssis s o ssssissias (s s i 4
ARTICLE 2:= LICENSE GRANT ... .o ausuusisiissvasisessssnisns s s e essase sisdissis ssasssss sisss 5
ARTICLE 3 — ROYALTIES AND ROYALTY REPORT ..o 6

ARTICLE 4 - RECORDS, BOOKS, AND EXAMINATION ......cccoocovviiiiiiniininiinie s 8
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ORTA Involvement in Royalty Process

Push Pay.Gov
Archive information

Maintain communication with inventors

T3 Office and
AFMCLO/JAZ are Maintain communication with T3 Office

ready to support!

Review licenses—are checks correct and timely?

,g If not, let’s deal with delinquent licensees!
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ORTA reviews license
to assess how much
money is due.

Use audit ledger
created by
AFMCLO/JAZ

Royalty Collection Process

ORTA issues Collection
Memo #1

cc: T3 Office

Wait 30 Days

ORTA issues Collection
Memo #2

cc: T3 Office

Wait 30 Days

O,

ORTA informs DAFT3
Director

DAFT3 Director
determines next steps
to include turning
collection over to US
Treasury
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DEPARTMENT OF THE AIR FORCE

Questions?
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= JAUNE

DEPARTMENT OF THE AIR FORCE
TECHNOLOGY TRANSFER AND TRANSITION

DAFT3 ORTA 102
AGREEMENTS TRAINING

Jack Owsley | DAF ORTA Lead

Rachel Bankowitz, Pam Kallio, Joycelyn Walker |
DAFT3PO

DISTRIBUTION A. Approved for public release; distribution unlimited. AFRL-2026-1457
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COOPERATIVE RESEARCH AND

DISTRIBUTION A. Approved for public release; distribution unlimited. AFRL-2026-1457



Why Use a CRADA?

1.
2.

Authority is provided under 15 U.S.C. § 3710a

Requires less time and effort to initiate traditional procurement
mechanisms (FAR, DFARS, and SBIR)

Lab selects the collaborator (but you must attempt to provide equal
opportunity to all)

Takes into consideration private industry needs
Lab can receive funds FROM a collaborator

Government retains license to improvements in data and Background
Technology

Encourages small businesses participation
Advances research and technology base — faster, better, cheaper

Not a procurement contract or grant — FAR does not apply

(/I
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Non-Federal Entity

Non-Federal Entity can be:

* Units of state or local government

* Industrial organizations (corporations, partnerships,
limited partnerships and industrial development
organizations)

 Public and private foundations
* Nonprofit organizations (including universities)
* Other persons (such as licensees of DAF inventions)

 Other federal agencies only if there is a non-federal
partner

=D
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CRADAs

Section 1: Standard Terms and Conditions

Changes to Section 1 are generally not accepted

Section 2: Joint Work Plan

Tasks, responsibilities, details, milestones

Section 3: Signatures

Non-Federal Entity signs first, then DAF Activity, and
finally the reviewing official
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Section I: Standard Terms and Conditions

"~ aricle | peseipion

1 |dentify the parties

2 Definitions

3 Financial Considerations

4 Invention Disclosures and Patents

5 Copyright Protection

6 Background Technology and Protected Information
7 Term of Agreement, Modifications, and Termination
8 Disputes

9 Representations

10 Liability and Limitations

11 General Terms and Provisions

12 Notices

//)
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Section I/Article 2

Under this Collaboration: essentially done as part of a task

Background Technology: IP, information, data, software, etc. developed
before the effective date

Non-Federal Entity Restricted Information: information, data, software, etc.

made by Non-Federal Entity under the collaboration

Restricted Access Information: information, data, software, etc. made by
DAF Activity under the collaboration

Protected Information: Non-Federal Entity Restricted Information plus
Restricted Access Information

Special Purpose License: license granted by Non-Federal Entity to
DAF to the Non-Federal Entity Restricted Information

//I
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Section I/Article 2
) ) Protected
Technology, data, and information: / Information

Background Collaborator | Restricted
Restricted Access
Technology (AFA)

Effective
Date
Time *

Patents, data, Data, information,

information, know-how know-how developed

before effective date Under the Collaboration

(i.e., completing a task)

//I
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Section I/Article 3

DAF Activity cannot give money
to Non-Federal Entity

Non-Federal Entity may give
money to DAF Activity

Where is the money coming from? Talk
to your lawyer!
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Section I/Article 4

Follows basic contract reporting process

Sole inventions are owned by entity employing inventor
* License granted to the other party

Joint inventions
* Non-Federal Entity gets to elect whether to retain title

* If they do, then they will prep/pros patent application. ORTA
will negotiate a Joint Ownership Agreement or Assignment.

* |If they do not, then Non-Federal Entity will assign to DAF
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Section I/Article 5

Collaborator should obtain copyright on
appropriate works

DAF gets a license to the copyright
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Section I/Article 6

6.1: Oral and Visual Information: if “proprietary”
information is shared this way, then disclosing party must
Indicate in writing within 30 days that disclosure that the
information is “Protected Information”

6.5: This grants a FOIA exemption that allows DAF Activity to
keep its Restricted Access Information from disclosure for 5
years. The Non-Federal Entity is the sole licensee to that
information during this time

6.7: The special purpose license allows DAF to share Non-
Federal Entity Restricted Information for government
purposes
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Section I/Article 7

Modifications: changes are within the scope of the
original agreement

 Extending term or changing POCs

Amendments: change is outside the scope of the
original agreement

« Adding a third party
« Adding background technology
» Adding a task

Termination
* Either Party can terminate

« Written notice shall specify an effective termination
date at least 30 days after receipt by the other party

=D
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Section I/Article 9

If your Non-Federal Entity is a foreign gov't:

STOP and seek guidance from legal before
proceeding.

If your Non-Federal Entity is a foreign entity (not
a foreign government)
 Obtain preliminary legal review

» Forward CRADA, legal review, and attorney name to FDO
for SAF/IA review

If your Non-Federal Entity is a US entity but
wholly-owned by a foreign entity (not a foreign
government)

» Obtain a US Trade Representative letter regarding both
entities
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Section I/Article 11

11.1 can be removed if it presents a problem

11.5 does not endanger a university's Fundamental
Research Exemption

11.13 has available alternate language

11.15 has available alternate language




&
[
*

//)
\.
=

Section 2: Joint Work Plan

m

A

Project Description: High level abstract of what the work to be done and what the desired
outcome will be (this Problem and Hypothesis)

Objectives: Similar to the abstract, but more detail.
How does Air Force benefit? Collaborator benefit?

Parties and Other Participants
How did the parties decide to do this work?
What 3 parties will be helping

Technical Tasks: List what each party is to do by the end of the agreement

Intellectual Property: List Background Technology with particularity (include patent number,
version number, etc.)

Deliverables: Reports, mainly

Milestones: these should follow the tasks and be commensurate in scope with term of the
agreement



Section 3: Signature Timeline

Date Reviewing
presented to Official
Non-Federal Entity = DAF Reviewing Signature =
Signature Signature Official Effective Date
-@ ® ® @ >
Time > \ Y J
30 Days
Date Reviewing
presented to Official
Non-Federal Entity = DAF Reviewing Signature =
Signature Signature Official Effective Date
-@ @ @ @ >
Time > \ Y J
30 Days
DAF Date
Signature = presented to Reviewing
Non-Federal Entity Effective Reviewing Official
Signature Date Official Signature
-@ ® ® o—
Time > \ Y J

30 Days

//I
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CRADAs

Section 1: Standard Terms and Conditions

Changes to Section 1 are generally not accepted

Section 2: Joint Work Plan

Tasks, responsibilities, details, milestones

Section 3: Signatures

Non-Federal Entity signs first, then DAF Activity,
finally the reviewing official



(/I
\

DISTRIBUTION A. Approved for public release; distribution unlimited. AFRL-2026-1457
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Limited Purpose CRADA

Shorter version of CRADA for a specific purpose

Non-Disclosure Agreement (NDA)

 Allow discussions regarding CRADA possibilities without
compromising intellectual property

* One year — no extension

Material Transfer Agreement (MTA)

* Non-Federal Entity provides material for experimental testing
and analysis, and DAF provides results back to Non-Federal
Entity

or

- DAF provides material for experimental testing and analysis, and
Collaborator provides results back to DAF

* No further collaboration takes place
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AGREEMENTS

DISTRIBUTION A. Approved for public release; distribution unlimited. AFRL-2026-1457



UPDATED PROCESS
Established by SAF/GCQ

DISTRIBUTION A. Approved for public release; distribution unlimited. AFRL-2026-1457
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International Agreements

Package Requirements

Word version of the proposed CRADA or other agreement - Log into DTTIS to obtain
Number (Number will be used in Coord Memo)

A memorandum from the office of the proponent in support of the non-
domestic CRADA signed by a GS-15/0-6(T-6)

A memorandum or email from the United States Trade Representative
stating there are no issues with developing the non-domestic CRADA.
The proponent should consult with their unit Foreign Disclosure
Officer for current procedures and POCs at the United States Trade
Representative office.

AFMC 191 or Equivalent - A statement signed by the local FDO identifying
the work under a non-domestic CRADA as either public domain or export
controlled (T-6)

NEW - Complete Coord Form



https://usaf.dps.mil/teams/10722/SB/T2/T3%20Quarterly%20Meetings/2024/NOV/Coord%20Memo%20Form%20hotlink.pdf
https://usaf.dps.mil/teams/10722/SB/T2/T3%20Quarterly%20Meetings/2024/NOV/Coord%20Memo%20Form%20hotlink.pdf
https://usaf.dps.mil/teams/10722/SB/T2/T3%20Quarterly%20Meetings/2024/NOV/Coord%20Memo%20Form%20hotlink.pdf

N A

International Agreements
New Process for Routing to SAF/IA

Upload Draft Agreement and all Documentation into DTTIS, add DTTIS # to agreement, upload
agreement (word version) into DTTIS and submit. This will route the material to LOJAZ for Legal
Review and Recommendation to SAF/IA and GCQ.

DAFT3PO will Route All Non-Domestic Agreement Packages to SAF/IA
- Our office will craft eSSS - with assistance from ORTA - Suspense date will be set for 3 weeks
- Our office will provide verbiage for Routing thru TMT
- Package will be signed out by Ms. Baldwin and staffed out via TMT

SAF/IA Approval time has lessened significantly

Once Approved by SAF/IA and GCQ- ORTA and/or DAF Activity Route for Signatures
Route for Reviewing Official Signature

Upload Signed Agreement in DTTIS and Mark “Executed”

Send Signed Document to Non-Federal Entity

Set Calendar Reminders for annual reporting and estimated completion date

=D

DISTRIBUTION A. Approved for publicr mited. AFRL-6063-6348
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INFORMATION TRANSFER
AGREEMENTS

DISTRIBUTION A. Approved for public release; distribution unlimited. AFRL-2026-1457
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ITAs
10 USC 4892(a)(1) (Formerly 10 USC 2539b(a)(1))

Sell, rent, lend or give samples, drawings, and

manufacturing or other information to any person or entity

Allows transfer of government-developed software to
industry and academia for use in government and
commercial R&D

MOQOU version available as well for transfer to other
government agencies

May be used to share ITAR restricted software and classified
software

Alternate versions available for data, specimen, etc.




ITAs Continued...

Allows others to:

» Evaluate and participate in the continued development and
application of the software/information/specimen,

« Use the software/information (including for commercial
purposes), and

» Further develop code/information/specimen

« User is granted a nonexclusive,
nontransferable right

« Users cannot publish software/information
or permit it to be published

« Users cannot transfer to anyone else
without permission from DAF

//I
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ITAs Continued...
For Software ITAs:

e Users cannot rename the software or merge it into any other
software without permission, although they can create
software or data to interface with our software

« Users can design, code and test modifications and provide
proposals to modify or enhance future releases of the
software

« DAF can choose to provide technical support — limited or
extensive — or not
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COMMERCIAL TEST AGREEMENTS

DISTRIBUTION A. Approved for public release; distribution unlimited. AFRL-2026-1457
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CTAs
10 USC § 4892(a)(3) (Formerly 10 USC 2539b(a)(3))

Make available, at an appropriate fee, services of a
government laboratory, center, range, or other testing
facility for testing materials, equipment, models,
computer software, and other items

DoWI 5535.11 requires that the “lab, center, range, ..."

«  Will not constitute undue competition with
private sector

« Does not involve expansion of capabilities of the
lab or facility and

 Shall not cause Government resources to be
diverted from schedule tests or otherwise
interfere with Government mission
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CTAs Continued...

Benefits

Broadens access to unique research
and test report capabilities and
facilities

Test results are confidential and may
not be disclosed outside the Federal
Government

Other Information

Fees under CTA limited to full costs (direct
and indirect), fees under a CRADA may
produce net revenue

Fees under a CTA MUST be received prior to
execution of work
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EDUCATIONAL PARTNERSHIP
AGREEMENTS

DISTRIBUTION A. Approved for public release; distribution unlimited. AFRL-2026-1457



EPAs
10 USC §2194

« Formal agreement between the defense laboratory and an
educational institution to promote STEM education

» All levels are eligible
* Primary (elementary)
« Secondary (high school)
» Colleges and universities

* Non-profit institutions dedicated to improving science, math
and engineering education

 Assistance may be offered for
* Loaning laboratory equipment
» Donating surplus equipment
* Providing laboratory personnel to teach science courses
 Involving students and faculty in laboratory research
* Providing academic and career assistance to students

=D




EPA Benefits:

To the Laboratory

Develop a future pool of scientists and
engineers

Increase awareness of defense
technologies

4
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To the Educational Institution

Receive equipment outside the budget

Provide opportunities for students and
faculty to work on defense research
projects

Improve student and faculty interest in
math, science, and technology
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EPAs Continued...

Must have specific obligations for both sides

* Can't be an agreement to agree
 Can always amend as needed

Issue for Universities

* Non-US Citizens need DAF approval to
participate
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Equipment Donations and Loans Under an EPA

Loans Donations
Any defense laboratory equipment for Screening process for other DoW usage
any purpose and length of time the prior to donation
director considers appropriate « Conducted by equipment
. _ custodian
Document in Appendix A and  Documented as part of file

coordinate with equipment custodian
Coordinated with LMCA so they can
take it off the books

Must be surplus
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PATENT LICENSE AGREEMENTS

DISTRIBUTION A. Approved for public release; distribution unlimited. AFRL-2026-1457
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PLAs

Patent License Agreement (PLA) allows the patent

owner to grant another person or company to
make, use, or sell the patented invention in return

for a valuable consideration

Three types of license agreements:

EXCLUSIVE

Grants intellectual

property rights for

their sole use in all
fields of use or
geographic area

PARTIALLY
EXCLUSIVE

Grants rights to either a
pre-determined number
of recipients or for a
specific use or
geographic area

NON-EXCLUSIVE

Grants rights to an
unlimited number of
parties in any given
field of use or
geographic area



PLAs Continued...

Potential licensee must submit an application for license with
a business or marketing plan

Application and plan are accepted by lab and found legally
sufficient by legal counsel

License is negotiated (use a PIA to help if needed)
*use a term sheet to determine reasonable royalty rates*

If Exclusive or Partially-Exclusive, an Intent to Grant Patent
License must be published in Federal Register at least 15

days before signature
*ask Legal Counsel for help here*

Legal Counsel reviews and signs

(/I
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After the PLA is Signed

Record the license against the patent
with Patent Office

Ensure royalty payments are timely

Responsible for:

Regularly reconcile the PLA ledger

Ensure annual reports are received

The ORTA |S ‘ Send invoice as needed

‘ Request progress reports as needed
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SOFTWARE LICENSE AGREEMENTS

DISTRIBUTION A. Approved for public release; distribution unlimited. AFRL-2026-1457
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SLAs
AKA “801 Authority”

Software License Agreement (SLA) allows a lab to
license government developed software in return for
a valuable consideration

Again, three types of license agreements:

EXCLUSIVE PARTIALLY NON-EXCLUSIVE
EXCLUSIVE
Grants intellectual Grants rights to an
property rights for Grants rights to either a unlimited number of
their sole use in all pre-determined number parties in any given
fields of use or of recipients or for a field of use or

geographic area specific use or geographic area
geographic area




After the SLA is Signed

Ensure royalty payments are timely

Responsible for:

Regularly reconcile the SLA ledger

Ensure annual reports are received

The ORTA |S ‘ Send invoice as needed

‘ Request progress reports as needed
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AND PATENTS

DISTRIBUTION A. Approved for public release; distribution unlimited. AFRL-2026-1457
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Invention Disclosure

A document used to report the conception of an invention —
novel, non-obvious and useful

"Air Force Military and Civilian employees are required to
report, in writing, inventions made by them”

« AFI 51-303
* Will be using DTTIS soon

Must report even if invention created on your own time

 Although you can request invention rights (AF Form
1280)

AFMCLO Forms 1279 and 1981
« Same forms used to file a patent

‘g The invention may or may not be patentable
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What is Patentable?

Processes Machines Articles of Compositions Design and
Manufacturing Planes, Trains, Manufacture of Matter Improvement
and Medical Cars, UAVs, Lab Clothing and Paints, Materials, Patents
Equipment Electronics Chemicals

=D
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Three Questions to Ask:

c Is this something new?

* No one has ever done the exact same thing

» Conduct a patent search to be sure — 1 can
send you resources

9 Is this something useful?

 Easy hurdle to overcome

e Is this something non-obvious?

 Cannot be an obvious combination of
existing technology




Backups
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PlAs Can...

* Provide consulting, strategic planning, military and technology assessments
* Facilitate transfer of tech from lab to industry

. Evgluate patents/patent applications to ID most viable candidates for licensing to
industry

e Market DAF technologies to potential licensees

* Facilitate tech conferences, workshops, events as they relate to T3 activities
e Conduct Tech Scouting and Industry Engagement

* Facilitate STEM partnerships

e Conduct prototyping (limited quantities)

. Idenc;cify companies with innovative technologies which match DAF operational
needs

e Work with industry and regional economies interested in commercializing fe
technology

A PIA serves as an “Intermediary” between the federal lab and the outside world
They broker and facilitate partnerships for tech transfer/transition
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PlAs Cannot...

« Conduct Research and Development to include technical support for
R&D activities

 Directly commercialize federally-developed lab technologies

* Procure Advisor and Assistance Services (A&AS) (pass-through)
» Actasa ‘prime’ for a company/academic institution

* Procure goods or services for the laboratory

 Provide facility space not related to T3 activities

» Determine T3 policy or program priorities

 Direct federal employees or employees of industry/academic
Institutions

* Be used as a pass-through to solely access specific vendors or
circumvent the standard procurement process

 Directly develop, demonstrate, prototype or test a technology
solution/product (PIAs may assist in facilitating these activities as th
relate to the transfer/transition of technology between
industry/academic institution and the federal government)

 Sign a T2 agreement on behalf of the company/academic institution
(PIAs may assist industry/academia in drafting/processing T2
agreements (i.e. patents, CRADAs, CTAs, EPAs, etc.)
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Partners — Industry and Academic Institutions
« Any federal laboratory (15 USC 3715)

« Exclusive focus on “small business firms or educational institutions”

» Exclusive focus on “Institutions of higher education as defined in Titles 10 and
20

«Department of the Air Force (AFRL) (10 USC 4124)

 Establishes no limit on the size of the industry or commercial entity—may
include both small and large business partners

* Refers to “academic institutions” with no limitations on the educational
entities eligible for assistance by the PIA

« PIA benefits to Industry/Academic Institutions

* Helps industry/academia discover DAF technology-related solutions and
partnering opportunities

» Explains partnering opportunities as well as DAF activity requirements and
expectations

* Assists potential T2 partners in evaluating licensable DAF technologies for
their intended applications

* Helps develop viable license applications, commercialization plans, CRADA
scopes of work, and applications for other T3 projects
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Purpose

To train and educate DoW T2 professionals and
stakeholders so they are empowered with the
knowledge, skills, and professional networks they
need to be successful and impactful in their roles.
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Agenda

« Personnel / Portfolio Structure
» Patent Basics

» Bayh-Dole Basics

« Special Agreements — JOAs

« PLAs

» Special CRADAs

« NDA

* ORTA Resources




Personnel/
Portfolio Structure '

Jack Owsley
DAFT3 Program Office

7 4
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DAFT3PO Team Portfolios

Rachel Bankowitz Pam Kallio Joycelyn Walker
PORTFOLIO MGR FOR: PORTFOLIO MGR FOR: PORTFOLIO MGR FOR:

412 TW/XP AFRL/RD and RV AEDC/XP
AFLCMC/HN AFRL/RQ 1 SOW A5/8
AFLCMC/WAG-AT AFRL/RX AFCEC/CXA
AFCENT/CTO AFRL/RY AFGSC/ST
KJJIDWIC/JEWL AFRL/RW DC3/XEX
USAFWC/A5/8 AFOSR/RT AFTAC/SI
AFLCMC/WIN 711 HPW 688 CW/A5/8/9
USAFSAM 67 CW/A5/8
SSC/BC AFLCMC/WA
AFIT NASIC/A8C
SSC/SX
USAFA/DFRO
AFSC/EN
AFSC/SW

AFRL/RI




Patent Basics '
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Statutory Authority

US Constitution, Art 1, § 8, CI 8

The Congress shall have Power To ...
promote the Progress of Science and useful
Arts, by securing for limited Times to
Authors and Inventors the exclusive Right to
their respective Writings and Discoveries ....

35 U.S.C. §§ 101, 271

101: Whoever invents or discovers any new
and useful process, machine,
manufacture, or composition of matter, or
any new and useful improvement thereof,
may obtain a patent therefor ...

271: Except as otherwise provided in this
title, whoever without authority makes, uses,
offers to sell, or sells any patented
invention, within the United States or
imports into the United States any patented
invention during the term of the patent
therefor, infringes the patent
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Types of Patents

c Plant Patent

e Design Patent

€) utility Patent
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Life Cycle of a Patent

Expiration

Patent Maintenance

Patent Issuance

\

¢

Conception and/or
Reduction to Practice

Invention Disclosure
(AF Form 1279 and
AF Form 1981)

Patent Application,
Preparation, & Filing

(3)

Patent Prosecution
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Bar Dates
35 U.S.C. 102(b)(1)

Disclosures made 1 year or less before effective filing
date of claimed invention shall not be prior art if

(@) The disclosure was made by the inventor ... or by
another who obtained the subject matter
disclosed directly or indirectly from the inventor

(b) The subject matter disclosed had, before such
disclosure, been publicly disclosed by the inventor

Once disclosed by inventor — there is a one year
window to file patent application with the USPTO



What's in a number ...

Attorney Docket No (AFD ####):

assigned by LO/JAZ as internal attorney
reference point

Application Serial No (##/### ###).
assigned by USPTO at filing

Application Publication No
(Year/#####4#). assigned by USPTO in
pre-grant publication

Patent No (## ### ###) . assigned by
USPTO at grant of patent
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us 1

United States

Patent Application Publication (o)[Pub. No.: US 2018/0072681

Blanski et al.

20180072681A

(43) Pub. Date: Mar. 15, 2

BACKFUNCTIONALIZED IMIDAZOLINIUM
SALTS AND NHC CARBENE-METAL
COMPLEXES

Applicant: Government of the United States as
Represented by the Secretary of the
Air Force, Wright-Patterson AFB, OH
(Us)

Inventors: Rusty L. Blanski, Palmdale. CA (US);

Robert H, Grubbs, South Pasadena,
CA (US)

Assignee: Government of the United States as
Represented by the Secretary of the
Air Force, Wright-Patterson AFB, OH
(Us)

Appl. No.: 15/725,848

Filed: Oct. 5, 2017

Related U.S. Application Data

Division of application No. 14/880,147, filed on Oct.

9, 2015, now Pat, No. 9,828,347,

Provisional application No. 62/062,069, filed on Oct.

9, 2014,

Publication Classification

(51) Int. CL
CO7D 23328 (2006.01)
CO7F 15/00 (2006.01)
(52) US.CL
CPC ....... CO7D 233/28 (2013.01); COTF 15/00.
(2013.01); COTF 150033 (20130

(57) ABSTRACT

Backfunetionalized imidazolinium salts and methods

synthesizing the same and NHC carbene-metal complex
therefrom. For backfunctionalized imidazolinium salts

the formula:

R! R
R'—N N—R*

Y@

X

H g

Wherein R' is selected from the group consisting of
ester group, an amide group, and an aromatic group;
is selected from the group consisting of hydrogen,
ester group, an amide group, and an aromatic group;
and R* are each an aliphatic group; and

X is an anion; the method comprises cyclization of
halogenated acrylate with Hiinig’s base in a solvent



What's in a number ...

Docket Number

Application Serial Number

Patent Number

AFD 1234P
AFD 1234
AFD 1234CON
AFD 1234D

62/123,456
16/123,456
16/789,000
29/123,456

10,123,456
D123,456
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Files related to provisional application
Files related to nonprovisional
application

Files related to continuation application
Files related to design application

Provisional Serial No.
Nonprovisional Serial No.
Continuation Serial No.
Design Serial No.

Issued Nonprovisional Patent
Issued Design Patent



Prosecution

Patent Office Mailing Patent Attorney Response

Restriction (Optional): Claims of an
application are required to be restriction
to one of two or more claimed inventions

Election: Attorney tells Examiner
which claimed invention to examine

Non-Final Office Action: Raises a
legal problem about the application
for the first time

File amendment with response, file a
response, or abandon

File amendment with response by two-months after
Final Office Action: Raises the same |ega| final then Examiner will reconsider and may allow or
mail an Advisory Action), file amendment with RCE
(Request for Continued Examination), file notice of
appeal, abandon

problem as the Non-Final Office Action




After Final Options

Request for
Continued Examination

Reopens prosecution

Patent attorney may amend the claims and
make further arguments

Provides an opportunity to enter
declarations and additional evidence into
record

4
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Appeal

Prosecution is closed and question of
patentability goes to Patent Trial and
Appeals Board

No amendments or additional evidence can
be entered into record

Pre-Appeal Conference: optional pre-appeal
review of the record by Examiner’s
Supervisor and panel of appropriate
reviewers
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Patent Families

Continuity of priority date with respect to prior art

Provisional Application: preserves earliest filing date but
does not count toward 20-year patent term

Non-Provisional Application: filing date initiates
20-year patent term

Continuation: same specification as non-provisional but
claims a different invention

Divisional: same specification as non-provisional but
claims the non-elected invention after restriction

The initial Non-Provisional, any Continuation, and any Divisional
claiming priority thereto will have the same 20-year term
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Patent Families

Continuity of priority date with respect to prior art

Continuation-in-Part (CIPs): may introduce "new
matter” to the specification. May or may not claim
the new matter.

If the claimed invention is related to the “new
matter,” then the prior art date is the filing date of
the CIP (not the parent)
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Patent Maintenance

Payment Window Opens Payment Window Closes Paid by

Servicing Patent

3.5 Years 3 Years After Issuance 3.5 Years After Issuance

Counsel
7.5 Years 7 Years After Issuance 7.5 Years After Issuance Owning Laboratory
11.5 Years 11 Years After Issuance 11.5 Years After Issuance Owning Laboratory

® Payments can be made (up to six months after
window closes) with payment of surcharge

=D




Bayh-Dole Basics '
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Introducing Bayh-Dole (1980)
35 U.S.C. § 200. Policy & Objective

It is the policy and objective of the Congress to use the patent
system to promote the utilization of inventions arising from
federally supported research or development; to encourage
maximum participation of small business firms in federally
supported research and development efforts; to promote
collaboration between commercial concerns and nonprofit
organizations ... to promote the commercialization and
public availability of inventions made in the United States by
United States industry and labor; to ensure that the
Government obtains sufficient rights in federally
supported inventions to meet the needs of the Government
and protect the public against nonuse or unreasonable use

of inventions; and to minimize the costs of administering
policies in this area.
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Key terms

Subject Invention: invention of the Contractor (i.e.,
by its employees) made in the performance of work
under this contract (i.e., the work plan)

Election: decision by Contractor, in writing,
whether to retain ownership of any subject invention

Statutory Period: one-year period before effective
filing date of claimed invention in patent application
during which exceptions to prior art exist
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Timelines according to Bayh-Dole & FAR
DFARS times are different

Contractor has 2 Contractor has 1 year to file patent
months to file DD882 application (less if bar date)
Conception by Report to Report to Election Filing of
Employee Contractor DAF Application

OmOmOm®

Contractor has 2 years to make
election (less if bar date)
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Where ORTA may be involved

Contractor elects not to file Joint Invention with Contractor
Bayh-Dole 37 CFR 401.14(d) & (e) Invention disclosure (AF Form 1279) and
FAR 52.227-11(c)(2) and (d)(1) Invention evaluation (AF Form 1981)

prepared and signed by all inventors

Because of First Inventor to File (American

DAF can own and file patent application Invents Act), Servicing Patent Counsel will

Contractor retains non-exclusive, royalty- request Election by Contractor (rather than
free license throughout world wait for timeline)

If Contractor elects to file, then ORTA will
ORTA will need to get an AF Form 1981 to negotiate Joint-Ownership Agreement
submit with invention disclosure from :
Contractor If Contractor elects not to file...



Special

Agreements JOAs '

Y 4



JOA vs PLA

JOA

 Jointly-invented technology

 Can include Exclusive PLA

PLA

» DAF wholly owns invention

» Can be exclusive, partially-
exclusive, or non-exclusive
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JOA process

1279/1981 submitted to LO/JAZ

Contractor election requested

Contractor elects not to file

Patent counsel completes
patentability

Contractor elects to file

ORTA negotiates JOA

(/I
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Determining type of JOA

JOA Alone

When DAF needs to license to Joint-
Owner’s competitors or have more control
of licensing the technology

DAF and Joint-Owner can each license,
separately and individually

Agreement is on how to handle patent
preparation and prosecution

JOA with Exclusive License

When DAF does not require licensing
control and Joint Owner requires exclusivity
to bring invention to Practical Application

Will require License Application and
Business Plan

Will require publication in Federal Register



(/I
\

4

JOA
ORTA remind labs ...

S&Es should never sign documents unless DAF patent
attorney prepares the document or provides
agreement to joint owner’s prepared document



4
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Clauses unique to JOA (not in PLA)
Article 2 - Acquiring Patent Rights

This article is needed because DAF patent attorneys
cannot prosecute patent applications for non-federal
parties

DAF will not file a patent application unless we own
all rights to the invention — do not want to give
appearance that we are funding private portfolios




4
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Clauses unique to JOA (not in PLA)
Article 4.03

DAF does not have a mechanism to pay for
prosecution by a joint owner’s counsel.

4.03 permits the royalty payment to be offset by an
amount (negotiable, but $ 6000 is in place) for
reimbursement of DAF share of prep/pros costs
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PATENT LICENSE AGREEMENTS

DISTRIBUTION A. Approved for public release; distribution unlimited. AFRL-2026-1457
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PLAs

Patent License Agreement (PLA) allows the patent

owner to grant another person or company to
make, use, or sell the patented invention in return

for a valuable consideration

Three types of license agreements:

EXCLUSIVE

Grants intellectual

property rights for

their sole use in all
fields of use or
geographic area

PARTIALLY
EXCLUSIVE

Grants rights to either a
pre-determined number
of recipients or for a
specific use or
geographic area

NON-EXCLUSIVE

Grants rights to an
unlimited number of
parties in any given
field of use or
geographic area



PLAs Continued

=D

Potential licensee must submit

license application with a e
business or marketing plan

Application and plan are
accepted by lab and found
legally sufficient by legal counsel

License is negotiated (use a PIA
to help if needed)

*Use a term sheet to determine
reasonable royalty rates*
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If Exclusive or Partially-
Exclusive, an Intent to Grant
Patent License must be
published in Federal Register at

least 15 days before signature
*ask Legal Counsel for help here*



Benefits of PLA

Department of the Air Force

Enable DAF inventions to be put to
practical use.

Provide a cost-effective way to get new
technology to the U.S. warfighter.

Help ensure the timely supply of
innovative defense-related products.

Enable the DAF to expand its industrial
base to innovative, non-traditional
defense contractors

Generate revenues for the DAF.
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Industry

Provide a rapid way to acquire
innovative new technology.

Are highly cost-effective.

Reduce the risk of new product
development.

Potentially open the door to
contracting opportunities.
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After the PLA is Signed

Record the license against the patent
with Patent Office

Ensuring royalty payments are timely

Responsible for:

Regularly reconcile the PLA ledger

Ensure annual reports are received

The ORTA |S ‘ Send invoice as needed

‘ Request progress reports as needed
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DISTRIBUTION A. Approved for public release; distribution unlimited. AFRL-2026-1457
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Exclusive PLA

Article 1: Definitions
Article 2: License Grant

Article 3: Royalties and Royalty
Report

Article 4: Reports, Records, Books,
& Examination

Article 5: Term
Article 6: Licensee Performance
Article 7: Sublicenses

Article 8: Patent Marking & Non-
Endorsement

Article 9: Reservation of Rights

Article 10: Representations &
Warranties

Article 11: Modification,
Termination, & Disputes

Article 12: Litigation
Article 13: Patent Maintenance Fees
Article 14: Export Controls

Article 15: General Terms &
Provisions

Article 16: Notices
Signature Page

Appendices



Article 1: Definitions

Key legal terms used in the agreement are defined here

“Agreement Year” forms the basis for all royalty calculations. Begins with
start of next quarter after quarter of the effective date

| Effective Date: 16 April

an 3rd 4th an 3rd 4th an
Quarter | Quarter | Quarter Quarter | Quarter | Quarter Quarter

1st Agreement Year 2nd Agreement Year

1st Day of Next Calendar Quarter: 1 July
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\

3rd
Quarter



Article 1: Definitions

Key legal terms used in the agreement are defined here

“Gross Revenues” we recommend gross instead of net because licensees can

use creative accounting with the “net” proceeds. There are options for ways
to calculate “Gross” in the model

“Liquidity Event” Optional - use this when the Licensee wants to have a
startup company and will take an ownership interest in that startup

= This typically occurs when the licensee is a university. DAF cannot

have ownership interest in a private entity, so the Licensee will hold that value
for DAF until the interest is liquidated.

5 |f included, you will need to include Clause 3.02¢, Deferred
Payments. This clause tells the Licensee how much to pay DAF upon
liquidation of its ownership of the startup.

//)
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Article 1: Definitions

Key legal terms used in the agreement are defined here

“Invention” requires entry of the title of the inventions disclosure(s), the DAF
docket number(s), the U.S. Patent application serial number(s) & filing date(s),
& the U.S. Patent number(s) & date(s) of issuance

“Technical Data Package” documentation, know-how, and/or material that
can be included with the license (this is an option and includes ITA authority)



Article 2: License Grant

This section will clearly state the rights that are being granted to the licensee. This
section should not be changed.

2.05 Include only if DAF is assigning foreign patent rights to the Licensee
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Article 3: Royalties & Royalty Report

Financial terms are fully covered here

Enter the upfront non-refundable license fee

When the payment is due

The running royalty rate

The DAF share of sublicensing revenues

The minimum yearly royalty amount

When the royalty & sublicensing payments are due

Lists the name & mailing address of the DAF
Party to whom payments will be made by the
licensee

Addresses the steps that the DAF can take if the
licensee fails to make the required timely
payments




Article 4: Reports, Records, Books & Examination

This section should not be changed

Article 5: Term

This section should not be changed—effective date does not need to be entered; it
is defined as the date that the DAF signs the Signature Page.

Article 6: Licensee Performance
Terms negotiated between the DAF Activity & the licensee

Enter the deadline for achieving practical application of the
invention

Product sales to non-U.S. government entities
Required threshold level of sales
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Article 7: Sublicenses

This section should not be changed

Article 8: Patent Marking & Non-Endorsement

This section should not be changed

Article 9: Reservation of Rights

This section should not be changed

Article 10: Representation & Warranties

This section should not be changed

Article 11: Modification, Termination, & Disputes
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Article 12: Litigation
Normally this section should not be changed

Article 13: Patent Maintenance Fees

 Enter the amounts of the annual patent fees & the
deadlines for payments in this section



[ ]
24

W A

Article 14: Export Controls

This section should not be changed

Article 15;: General Terms & Provisions

Can add an optional Technical Data Package




4
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Article 16: Notices

Enter the names & contact information for the key
points of contact

Signature Page

Enter the patent or patent application number(s) &
associated date(s) of the invention(s)

Enter the names & contact information of the duly
authorized representative of the licensee & DAF Activity.

Appendices
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Partially Exclusive PLA

Differ only with regard to the fields of use granted by
these agreements & related financial terms

Enter the agreed-upon field of use for the partially exclusive
PLA in Section 1.16

Enter the agreed-upon filed geographic area in section 1.15, “TERR

Enter the agreed-upon duration of exclusivity in Article 5 (“T

Enter the financial terms negotiated with the licensee in Article

Enter the patent fees negotiated with the licensee in Article 14

=D
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Non-Exclusive PLA

Difference from exclusive & partially exclusive:
Provides no exclusivity

The right to sublicense is an option

Generally, require lower license fees & royalties,
reflecting the lack of exclusivity

Similar to partially exclusive:
Has restrictions on the field of use

(/I
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PROCESS

DISTRIBUTION A. Approved for public release; distribution unlimited. AFRL-2026-1457



PLA Process

a MARKETING

e PRELIMINARY

e EVALUATION

NEGOTIATION

INTERNAL REVIEW

EXECUTION

POST EXECUTION
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Phase 1: Marketing

In this phase the DAF markets its patented & patent-
pending inventions to potential licensees

» Developing a licensing strategy
* Issuing press releases
Creating marketing or tech opportunity sheets

Posting licensing opportunities on government &
affiliated websites

Participating in trade shows
Posting ads in industry journals
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Phase 2: Preliminary

Begins when the DAF Activity receives an expression of
interest from a potential licensee

ORTAs would conduct research to determine that all of
the IP requested is available

Confirm that none of the patents have expired or
lapsed

Confirm the status of the business entity interested in
a license

ORTA should fully explain the licensing process to the
prospective licensee

Phase ends when all internal steps have been
completed & the DAF Activity receives a license
application & commercialization plan
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Phase 3: Evaluation

Ensure that the AF PLA Application form is complete
& all information from the Commercialization Plan
Guideline has been provided

Applications must clearly state the exclusivity

Fjrst preference licenses should be to small business
irms

Phase is frequently an iterative back-and-forth
information gathering process
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Phase 4: Negotiation

ORTA would have a frank discussion with the
prospective licensee about how it plans to
commercialize the DAF invention(s) & the fields of
use & level of exclusivity

ORTAs would explain the extra hurdles the DAF
needs to overcome

* Public notice

Confirm that the final negotiated fields of use &
level of exclusivity are available for licensing

PlAs regularly assist during this process as a third-
party facilitator
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Phase 5: Internal Review

Prepare a draft PLA

* Exclusive or Partially exclusive PLA

* ORTA needs to prepare & submit the required “intent to
grant” notice for publication in the Federal Register

 Foreign controlled or influenced

 DAF Activity must obtain clearance to proceed from the
U.S. Trade Representative

Legal office will review the draft PLA to determine
if legally sufficient
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Phase 6: Execution

Licensee’s duly authorized representative should
be told to send a PDF of the signed PLA by email
to the ORTA
» Route within the DAFT3PO for final approvals &
signatures
 Ensure to send a copy of the PLA back to the
licensee & keep a copy for your records



¢
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Phase 7: Post Execution

ORTA responsible for compliance with the terms of
the license

 Royalties & reports are submitted

« Read annual report to verify that the royalty
payments are correct amount

DAFT3PO responsible for collecting the royalty
payments & processing for disbursement
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Facility CRADA

DISTRIBUTION A. Approved for public release; distribution unlimited. AFRL-2026-1457
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Facility CRADA

Requires adding more detalils into the regular CRADA

Article 2: add 5 additional paragraphs

Article 3: will replace 3.1

Article D: add 20 additional paragraphs (more specific technical task

Article F: add 2 additional paragraphs

Article G: add 10 additional paragraphs

Appendix C: add notice of Potential Work, Test Description &
Approval Form

*can provide an example of the additional requirements*
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Facility CRADA
Requires adding more details into the regular CRADA
ARTICLE 2 ARTICLE 3 ARTICLE D
Add 5 additional paragraphs Will replace 3.1 Add 20 additional paragraphs

(more specific technical task

ARTICLE F ARTICLE G APPENDIX C
Add 2 additional paragraphs Add 10 additional paragraphs Add notice of Potential Work,
Test Description & Approval
Form

‘g *Can provide an example of the additional requirements
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Non-Domestic

DISTRIBUTION A. Approved for public release; distribution unlimited. AFRL-2026-1457



Non-Domestic CRADA

Requires a different, lengthier process

AFl 61-301 allows DAF Commanders & Directors to enter
CRADAs with various types of foreign entities, except directly
or indirectly with foreign governments.

Eligible includes:

@@@Q@

Universities Research Companies Industry Groups Individuals
Institutions

//)
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o o . ORTA identifies the need for this agreement *
Before the CRADA is Signed @@

with the S&Es

Prepare a “Non-Domestic CRADA Summary
Sheet”

Ensure AFMC Form 191 “Foreign Disclosure
Procurement Decision Worksheet” is filled out

The ORTA Is

Responsible for: ‘ Send AFMC Form 191 & CRADA Summary

Sheet to the installation’s Foreign Disclosure
Officer

Prepare a draft CRADA

s Prepare a non-domestic CRADA Request
‘ Memorandum; submit for signature to the

appropriate Division Chief

Send the entire non-domestic CRADA
documentation package to the SAF/International
Affairs, Armaments Cooperation Division
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NDA

Is a shorter version of the standard CRADA

*should not extend beyond one year; exceptions should be
coordinated with your servicing attorney*

You can insert any of the clauses from the standard CRADA
into them if the circumstances warrant doing so

Explore CRADA possibilities with potential collaborators
while protecting AF sensitive information & intellectual
property (IP)
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NDA

Article A: |dentification of Protected Information
Article B: Use & Disclosure of Protected Information
Article C: License & Title

Article D: Liability & Disclaimers

Article E: Term of Agreement

Article F: General Contractual Provisions

Article G: General Contractual Provisions

Article H: Notices

(/I

\

4



Article A: ldentification of Protected Information

Proprietary Information: any information provided by Non-Federal Entity
under this Agreement relating to Technology with Non-Federal Entity
considers to be privileged, sensitive or protected information

Controlled Information: any information provided by DAF Activity under
this Agreement relating to Technology which DAF Activity considers to be
privileged, sensitive or protected information

Protected Information: refers to any sensitive information exchanged under

this Agreement, including Proprietary Information, Controlled Information, or
both

Not Protected Information
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Article A: ldentification of Protected Information cont.

Protected Information Legend: under this Agreement must be identified by
prominently displaying on all media containing such Protected Information
(e.g., at the beginning of the material or on an attached cover sheet) the
following Protected Information Legend

Unmarked or Improperly Marked Information: disclosing party notifies
the receiving party that information it provided was improperly marked, the
receiving party shall promptly work with the disclosing party to correct the
error and prevent the unauthorized disclosure or use of the information

Oral & Visual Disclosure: if identified as sensitive at the time of disclosure,
will be deemed Protected Information under this Agreement for thirty (30)
days and thereafter if, within thirty (30) days after such oral or visual
disclosure



Article B: Use & Disclosure of Protected Information

Use and Disclosure of Protected Information: disclosure of Protected
Information by the receiving party must be restricted to those individuals
having an obligation to maintain such Protected Information in confidence

and who have a need for such information

Unauthorized Disclosure or Use: refers to any sensitive information
exchanged under this Agreement, including Proprietary Information,
Controlled Information, or both

Copying Protected Information: receiving party may not duplicate any
Protected Information beyond that reasonably necessary for the purpose of

evaluating Technology

Copying Protected Information: receiving party may not duplicate any
Protected Information beyond that reasonably necessary for the purpose of
evaluating Technology
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Article B: Use & Disclosure of Protected Information
continued

Safeguarding Protected Information: receiving party agrees to use the

same efforts to safequard Protected Information as are used to safeguard its
own sensitive information

Disclosure Required by Law: if the receiving party is faced with a judicial or
administrative action to disclose Protected Information received under this
Agreement, the receiving party must promptly notify the disclosing party

Trade Secrets Act: release or disclosure of Protected Information in violation
of this Agreement by a United States Government employee may constitute
an unauthorized disclosure under 18 USC §

//I
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Article C: License & Title

No Transfer or License: nothing in this Agreement, its execution or delivery,

nor the disclosure of Protected Information under this Agreement may be
construed as:

(a) requiring the disclosing party to disclose or the receiving party to
accept any Protected Information; or

(b) granting, either expressly or by implication, estoppel or otherwise,
any license or assignment under any invention, improvement, discovery,
patent, trademark or copyright owned or subsequently acquired by the
disclosing party
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Article D: Liability & Disclaimers

No Indirect Damages: NEITHER PARTY WILL BE LIABLE TO THE OTHER
PARTY FOR ANY EXEMPLARY, CONSEQUENTIAL, OR PUNITIVE DAMAGES FOR
ANY REASON

No Warranties: ALL INFORMATION IS PROVIDED ON AN "AS IS" BASIS. THE
DISCLOSING PARTY MAKES NO WARRANTY, EXPRESS OR IMPLIED, OTHER
THAN EXPLICITLY SPECIFIED ELSEWHERE IN THIS AGREEMENT

No Government Endorsement: non-federal entity may not make any claim
or inference regarding this Agreement which implies governmental
endorsement or recommendation

No Implied Association: agreement may not be construed as a Teaming,
Joint Venture, or other such arrangement.

No Further Collaboration Authorized: parties expressly agree that this
Agreement is for the purposes of exchanging and safequarding Protected
Information and facilitating collaborative research in Technology only
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Article E: Term of Agreement

Term: agreement is effective for a period of one (1) year from the date this
Agreement is signed by both

Termination: either party may terminate this Agreement unilaterally at any
time by giving the other party advance written notice of at least thirty (30)
days of its intention to terminate this Agreement

Obligation of Parties upon Termination: upon expiration or termination of
this Agreement, the receiving party must promptly:

(a) account for all copies of Protected Information made by the
receiving party; and

(b) provide a written certification to the disclosing party indicating
that it has appropriately destroyed all Protected Information and such copies,
or upon a timely request by the disclosing party, return all Protected
Information and such copies to the disclosing party
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Article F: General Contractual Provisions

Choice of Laws: agreement will be construed in accordance with the laws
applicable to the United States Government

Entire Agreement: agreement represents the entire agreement and
understanding betweén the parties regarding the release and protection of
Protected Information and supersedesall prior and collateral communications and
understandings

Export Controlled, Classified and Other Restricted Information: information
and materials provided under this A%reement may be export controlled, classified,
or unclassified but sensitive and protected by law, executive order, regulation, or
written policy

Severable: should any provision of this Agreement be determined, for any

reason, to be invalid or unenforceable, this Agreement will be considered .
severable as to such provision which would then be inoperative and the remaining
provisions will continue to be valid and binding

No Transfer of Rights or Obligations: neither party may transfer or assign any
rights or obligations under this’ Agreement without written consent of the other
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Article G: General Contractual Provisions

Resolution of Disputes: disputes arising out of or related to this Agreement
will be resolved in accordance with this Article

Informal Resolution: parties agree to make a good faith attempt to
informally resolve all disputes arising out of this Agreement among
themselves before pursuing the formal dispute resolution process

Negotiation and Dispute Resolution Process: parties should use
Alternative Dispute Resolution as an alternative to litigation or formal
proceedings to the maximum extent practicable and appropriate

Formal Decision by Reviewing Official: informal efforts to resolve disputes

are unsuccessful, either party may request a formal decision by the Reviewing
Official

Final Agency Decision: either party may appeal the formal decision by the
Reviewing Official by submitting a request for a final agency decision, along
with a complete documentation of the dispute process, to the Office of the
Secretary of the DAF General Counsel for Acquisition (SAF/GCQ) within six (6)
months of the issuance of the formal decision by the Reviewing Official
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Article H: Notices

All notices under this Agreement must be sent by mail and addressed as set
forth below to the DAF Activity & Non-Federal Entity
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The ORTA

The legislation (now codified as (15 USC §3710)
required every lab with 200 OR MORE

full-time equivalent (FTE) S&Es or other technical
personnel to dedicate at least one FTE employee to
staff the new ORTA and to adequately fund it to
support the lab’s T2 function.

New Delegation letter designates ORTA as an
organization and not a person

The lead POC must be a government employee
(inherently governmental function)

Contractors may participate if final agency decisions
are handled by government employee
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Steady-State ORTA Events & Suspense's

Develop schedule for required ORTA activities

Annual monthly planner to include:

TDY for meetings (FLC, DoW TTWG, DAF T3 Program Review,
PIA Reviews, etc.)

Attend DAF T3 meetings as scheduled

Annual report due dates (Oct — Dec)

Metrics data collection (Sep — Nov)

Provide Annual Training — both Senior Leaders and S&E's

Any additional requirements from DAF or DoW
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ORTAs Resources & References

The Green Book (Federal Technology Transfer Legislation and Policy) | FLC Greenbook

AF Policy Directive (AFPD) 61-1, "Management of the Science and Technology Enterprise”

AF Instruction: AFI 61-301, "The Domestic T2 Process and the Offices of Research and Technology
Applications”

AFMCLO/JAZ Portal and T3 SharePoint sites:

* L
« Templates for the various T2 agreements and other documentation E :;"g! E

e Technology Transfer Section (AFMCLO/JAZ) (JAZT2) e’ o

* T2 rosters — who is available to contact when needed

 Contact the DAFT3PO for up-to-date roster | AF.techtransfer@us.af.mil $e

’g AF T3 Handbook | https://www.aft3.af.mil/



https://federallabs.org/getmedia/c0cc2c04-19ee-404b-852d-df84db98d5e2/2019-FLC-GreenBook-Edition6.pdf
https://www.my.af.mil/gcss-af/USAF/ep/globalTab.do?channelPageId=s2D8EB9D62BA52088012BBF44EB560544
https://www.my.af.mil/gcss-af/USAF/ep/globalTab.do?channelPageId=s2D8EB9D62BA52088012BBF44EB560544
mailto:AF.techtransfer@us.af.mil
https://www.aft3.af.mil/

ORTAs Resources & References

TechLink — OSW PIA — Your Pipeline to Innovative Products and Services TechLink helps innovation-
minded businesses and entrepreneurs identify, evaluate, and license technology developed within
DoW and VA labs nationwide | https://techlinkcenter.org/

Other Resources and info:

DoW: https://rt.cto.mil/rtl-labs/tech-transfer/

Repository of U.S. Government Patents Ready for Licensing: https://techlinkcenter.org/technologies

DAF: https://www.aft3.af.mil/

Nawvy: https://www.navytechtransfer.navy.mil/

Army: https://www.arl.army.mil/collaborate-with-us/avenue/technology-transfer/

Main DoW & USAF Implementing Regulations: DoWI| 5535.08, AFl 51-303, AFI 61-301

Patent Matters: afmclo.jaz.pat@us.af.mil

.g Tech Transfer Matters: afmclo jaz.tech@us.af.mil
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DAF ROYALTIES Update

& Collection Process '

Rachel Bankowitz
DAFT3 Program Office
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DAF Royalties

* Most of the inventions originated in DAF labs are
ultimately patented and licensed, thus resulting in
royalties.

 Allows the Air Force to shine a spotlight on people
and accomplishments developed in Air Force labs.

* In 2017, the DAF Technology Executive Officer
(TEO) stated “we have not adequately emphasized
the importance of IP to our workforce.”

* As aresult, the TEO issued a memorandum raising
license royalty distributions from 20% to 50% for

DAF inventors.
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What's in it for DAF Inventors?

* First $2000/year of royalty income to
Inventor(s)

* 50% of any other royalties received up
to $500k/year

The other 50% goes back to the inventor’s
lab/org. for R&D purposes
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Total Royalty Payments Received Fy19 - Fy22

$451K

2023

$717K

$1.8M
TOTAL

2019

$309K

2022

$58K ’ $269K

2020

2021




COVID-Era
2 Years Backlog CLEARED!
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Post-COVID

* |n-person IP training and education commenced
once again.

« Review of known DAF patent license and software
license agreements.

6 AS A RESULT:

Many licensees found
delinquent in royalty payments

=D
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Royalty Collection Process

o )

© O,

ORTA . I ORTA informs DAFT3
A AT LSS ORTA issues Collection ORTA issues Collection Director

to assess h.ow much Memo #1 Memo #2
money is due.
DAFT3 Director

. CC: T3 Office CC: T3 Office determines next steps
Use audit ledger . .
to include turning
created by ) ) Tt U
AFMCLO/JAZ Wait 30 Days Wait 30 Days collection over to

Treasury




Step 1: Review License

ORTA reviews license to
assess how much
money is due.

Use audit ledger
created by
AFMCLO/JAZ

ARTICLE 3 - ROYALTIES AND ROYALTY REPORT

3.01 LICENSEE shall pay to AIR FORCE a first, nonrefundable license fee in
the amount of FIVE THOUSAND DOLLARS ($5,000.00) within thirty (30) days after
the EFFECTIVE DATE of THIS AGREEMENT.

3.02 Beginning with the EFFECTIVE DATE of THIS AGREEMENT and
continuing for the TERM of THIS AGREEMENT, LICENSEE shall pay to AIR FORCE
a running royalty of FOUR PERCENT (4.0%) of the GROSS REVENUES of non-
GOVERNMENT sales.

3.03 LICENSEE shall pay AIR FORCE a minimum yearly royalty as follows:

(a) For the first and second AGREEMENT YEARs, LICENSEE shall pay to
AIR FORCE a minimum yearly royaity in the amount of ONE THOUSAND DOLLARS
($ 1,000) each year;

(b) For the third and fourth AGREEMENT YEARSs, LICEN
to AIR FORCE a minimum yearly royalty in the amount of
DOLLARS ($ 2,000) each year;

(c) For the fifth AGREEM™" ™
thereafter, LICENSEE shal' =
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Step 1: Review License
DEPARTMENT OF THE AIR FORCE
AIR FORCE RESEARCH LABORATORY
WRIGHT-PATTERSON AIR FORCE BASE OHIO
3 November 2023

INVOICE FOR <<LICENSEE=>
C/O <<LICENSEE POC>>
<<Address 1=>
<<Address 2>, <<State>> <<ZIP>>

FROM: <<ORTA Office Symbol=>
<<Address 1>
<=Address 2>>

o RTA Issues c o I Ie Ctl on SUBIJECT: Invoice under DTTS No. <<##-##-XX##XLA>>; Attorney Docket No. <=200(0=>
Memo #1 <<Licensee POC>>:

My records indicate that the following rovyalty payments in accordance with <<Article 3> of the above-
reference license agreement are due:

CC: T3 Office

Ttem Amount Balance

Wait 30 Days

Total Due

Please remit payment within 30 days of receipt of this invoice and in accordance with <<paragraph
3.04=> of the agreement. Specifically, payments are preferably paid electronically via transfer from a
gavings account or a checking account or by credit card (Discover, MasterCard, Visa, Diners Club
International, JCB, Union Pay, and American Express) or paid at:

https://www.pay.gov/payeov/forms/formInstance. html?agencyFormID=43562506.
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Step 1: Review License
DEPARTMENT OF THE AIR FORCE
AIR FORCE, RESEARCH LABORATORY
WRIGHT-PATTERSON AIR FORCE BASE OHIO
3 November 2023

INVOICE FOR <<LICENSEE=>
C/O =<LICENSEE POC=>
<= Address 1>>
<<Address 2> <<State>> <<ZIP>>

FROM: ==ORTA Office Symbol=>

° ° <<Address 15>
ORTA issues Collection <<Address 25>
SUBJECT: SECOND NOTICE
M emo #2 Invoice under DTTS No. <=##-## 33 ##XLA>>; Attommey Docket No. <<3000=>
<=Licensee POC>>:
o
cc . T3 Offlce Further to my leter of <=<1% Invoice Date>>, that the following royalty payments in accordance with
<<Article 3>> of the above-reference license agreement are now past due:
Item Amount Balance
Wait 30 Days
Total Due

Please remit payment within 30 days of receipt of this invoice and in accordance with <<paragraph
3.04=> of the agreement. Specifically, payments are preferably paid electronically via transfer from a
savings account or a checking account or by credit card (Discover, MasterCard, Visa, Diners Club
International, JCB, Union Pay, and American Express) or paid at:
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Step 1: Review License

ORTA informs DAFT3
Director

DAFT3 Director
determines next steps
to include turning
collection over to US
Treasury
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Royalty Collections to Date! \/ A
$25K
Patent Licenses
AFRL/RX $ 1 68 KK

‘ Patent Licenses and

Software Licenses
711 HPW

$90K $260K
Patent Licenses SL?:;‘I"V:;:

AFRL/RQ

$570K
TOTAL Q $27K

Patent Licenses

AFRL/RI

/ 4
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DEPARTMENT OF THE AIR FORCE
TECHNOLOGY TRANSFER AND TRANSITION

We're Here to Help

af.techtransfer@us.af.mil | https://www.aft3.af.mil

Twitter: https://twitter.com/AirForceT3
Linkedin: https://www.linkedin.com/company/AFT2
Facebook: https://www.facebook.com/airforceT3/
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Sample Staffing Process Flowchart

ORTA meets with S&E to go over

1-2 weeks S&E/Non-Federal Entity identifies need for T2 agreement
model agreement

4-8 weeks S&E drafts agreement with Non-Federal Entity Negotiate tasks, milestones, reporting
2 weeks ORTA reviews for completeness |ORTA suggests euslons I piilp €
egal review
-4 week . ici i i
3 e(:'.' S SR serel e el ravian Servicing legal office provides
per review feedback

ORTA finalizes agreement; Non-Federal

1-2 weeks ORTA cleans up docket and sends for Collab signature o :
Entity signs first

4-5 weeks ORTA Staffs for signature ORTA staffs Non-Federal Entity signed

agreement
Months to S e e e S&E carries out work plan with Non-
Years Federal Entity

=D
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